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DETAILED ACTION 

Receipt is acknowledged of amendment filed on March 16, 2009. Claims 1, 3-5, 
7, 8, 10, 11, 13, 15-19 are pending. The claim rejections made in the previous Office 
action dated December 15, 2008 are withdrawn and modified to address the amended 
and/or new claims. A new rejection is made under 35 U.S.C. § 1 12, second paragraph, 
to address the claim amendment. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 4, 5, 8, 10, 11, 13, 18 and 19 is rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

It is not clear what is excluded from and permitted in the scope of the present 
composition because claim 1 excludes "silicone-based solvents" from the silicone 
pressure sensitive adhesive emulsion, but claim 18, a dependent claim, now requires 
"the silicone pressure sensitive adhesive comprises a silicone fluid". Since silicone- 
based solvents typically are silicone fluid, the claims are vague and indefinite as the 
metes and bounds of the scope of the claims are unclear. 

The remaining claims are rejected as they depend on the indefinite base claim. 
Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not in this action can be found in 
a prior Office action. 
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Claims 1, 3-5, 7, 8, 10, 11, 13, 18, and 19 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Clapp (US 6887859). 

Clapp teaches topical liquid compositions comprising Bio-PSA, 40 % silicone 
pressure sensitive adhesive in isododecane for absorbing moisture and fluid absorbing. 
See Tables 3 and 5; instant claims 1 , 4, 5, 10. Clapp suggests formulating the 
compositions into aerosol foams (mousse), which necessarily contains propellants, and 
to use the produce either a leave-on or rinse-off product. See col. 3, lines 49 - 67. See 
instant claims 7, 8. The use of the prior art invention for hair care is also taught therein. 
Addition of hair conditioning agent, such as emollient, and surfactants are also taught. 
See col. 1 1 , lines 54 - 65; instant claim 1 . While the reference does not specifically 
mention the type of surfactants used, selecting suitable ionic or nonionic surfactants to 
stabilize the emulsion would have been well within the skill of the art. Since the final 
composition comprising the silicone-PSA/isododecane solvent is made in the form of 
aqueous dispersion, there seems to be no distinction in the final prior art product and 
the instant invention. 

While Clapp does not disclose a specific mousse formulation, the reference 
teaches and suggests aerosol foam comprising silicone PSA emulsion. Thus it would 
have been obvious to one of ordinary skill in the art at the time of the present invention 
to make mousse with improved fluid absorbing properties. 

Applicant asserts the "consisting essentially of language in the present claim 1 
distinguishes the claimed invention from the prior art which comprises absorbent 
powder. The transitional phrase "consisting essentially of limits the scope of a claim to 
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the specified materials or steps "and those that do not materially affect the basic and 
novel characteristic(s)" of the claimed invention. In re Herz, 537 F.2d 549, 551-52, 
1 90 USPQ 461 , 463 (CCPA 1 976). In this case, applicant does not exclude the 
presence of the prior art powder materials from the present invention because claim 18 
requires silicate. Furthermore, there is no support in the specification that the presence 
of the absorbent powder materially affects what applicant regards as the basic novelty 
of the present invention, which is the use of PSA in isododecane in a hair styling 
composition. 

Claims 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dhamdhere et al. (US 6787130 B2) in view of Torgerson (US 6165455). 

Dhamdhere teaches an aqueous hair treatment composition comprising at least 
one silicone PSA and at least one material selecting from a hair conditioning agent, a 
hair cleansing agent, and an agent for hair care suspension. See abstract. The 
reference teaches that silicone PSA emulsion is prepared by emulsifying the silicone 
with a volatile silicone fluid in water using one or more emulsifiers, preferably anionic or 
nonionic surfactants. See col. 4, line 64 - col. 5, line 1 0. Table 1 , Examples 2-4 
discloses compositions comprising DC 5-7300 (40 % silicone PSA emulsion), fatty 
alcohols and silicone fluids (hair conditioning agents). See instant claims 1-5, 9, 10. 
The reference teaches that the composition is used as a hair styling aid. See instant 
claim 1 1 . The reference teaches that the use of PSA in the composition renders styling 
benefits without sticky feel. See col. 2, lines 54 - 61 . See instant claims 1 1 and 1 3. 
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While Dhamdhere does not specifically teach to formulate a mousse comprising 
at least one silicone PSA, the reference indicates that hair styling mousse is well known 
in hair care art. 

Torgerson teaches hair styling mousse comprising hair styling polymers, 
including silicone copolymers, is well known in hair cosmetic art. A general formulation 
of a mousse is disclosed in Example 14, rendering the components of instant claim 15 
obvious. 

It would have been obvious to one of ordinary skill in the art at the time of the 
present invention to modify the teachings of Dhamdhere and make mousse containing 
silicone PSA emulsion as motivated by Torgerson because the reference teaches that it 
is known in hair care art to use hair styling polymer to make hair styling mousse. While 
Dhamdhere teaches that the specific conditioning and styling agent (silicone PSA 
emulsion) are compatible with the shampoo ingredient, there is nothing in the reference 
that would have deterred a skilled artisan from making a hair styling mousse. The 
skilled artisan would have had a reasonable expectation of successfully producing a 
hair styling mousse which provides styling benefits without sticky feel. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
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1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1, 3-5, 7, 8, 10, 11, 13, 18, and 19 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being 
unpatentable over claims 1-6, 8-11 of copending Application No. 10/550623. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both sets of claims are directed to compositions comprising a 
silicone pressure sensitive adhesive wherein the pressure sensitive adhesive is in the 
form of an emulsion. The limitations of the dependent claims also overlap. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 15-17 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-11 of U.S. Pat. No. 
Dhamdhere et al. (US 6787130 B2) in view of Torgerson et al. (US 6165455 A). 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both sets of claims are directed to compositions comprising a 
silicone pressure sensitive adhesive wherein the pressure sensitive adhesive is in the 
form of an emulsion. The limitations of the dependent claims also overlap. 
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Dhamdhere does not claim a mousse comprising at least one silicone PSA. 

Torgerson teaches hair styling mousse comprising hair styling polymers, 
including silicone copolymers, is well known in hair cosmetic art. 

It would have been obvious to one of ordinary skill in the art at the time of the 
present invention to modify the teachings of Dhamdhere and make mousse containing 
silicone PSA emulsion as motivated by Torgerson because the reference teaches that it 
is known in hair care art to use hair styling polymer to make hair styling mousse. 
Response to Arguments 

Applicant's arguments with respect to claims 1 , 3-5, 8, 1 0, 1 1 , 1 3, 1 5-1 9 have 
been considered but are moot in view of the new ground(s) of rejection. 

Applicant asserts the presently claimed styling mousse formulation comprising 
PSA emulsion in isododecane has "a real and critical effect on the styling performance 
of pressure sensitive adhesive emulsion" when compared to PSA in a silicone-based 
solvent. Applicant's argument with respect to the rejection made in view of Clapp is 
moot in view of the new grounds of rejection above. 

Applicant also asserts Clapp does not reasonably disclose compositions suitable 
for hair styling application. However, hair styling application is an intended future use of 
the composition, and there is nothing in the record to indicate that the prior art topical 
PSA composition for hair or skin is unsuitable for application to hair. 

Applicant asserts the preferred PSA emulsion in Dhamdhere contains volatile 
silicone fluid. The rejection with respect to claims 15-17 are maintained because these 
claims do not exclude silicone-based solvent, and the use of silicone PSA for hair 
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styling benefit is already taught by the prior art. Applicant points out to the specification 
which describes a comparison test on hair curl retention effects of two silicone PSA 
emulsions, each containing isododecane and 1 cts silicone fluid; however, the 
significance of the data is not clear from the disclosure. Applicant's disclosure appears 
to describe the difference in degree between hair styling effects of the commercially 
available PSA emulsions, when Dhamdhere already teaches hair styling benefits of 
silicone PSA emulsion generally and Clapp also teaches hair application of silicone 
PSA/isododecane emulsion. The mere discovery of differences in degree in the hair 
styling results as applicant has done in this case is not viewed a patentable subject 
matter. 

Conclusion 

No claims are allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GINA C. YU whose telephone number is (571)272-8605. 
The examiner can normally be reached on Monday through Friday, from 9:00AM until 
5:30 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sharmila Landau can be reached on 571-272-0614. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Gina C. Yu/ 

Primary Examiner, Art Unit 161 1 



